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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1 . This Office Action is in regards to the most recent papers filed on 3/02/2004. 



Restrictions 

2. Newly submitted claims 4-15 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Claims 4-6 are directed to a terminal to be connected to an apparatus that is 
arranged to transmit to the apparatus information related to the capability of the terminal 
itself. 

Claims 7-15 are directed towards an information processing apparatus with a 
receiving section and a terminal responsive section, where the receiving section and the 
responsiveness section receive and respond to the information transmitted from a 
terminal, where the responsive section obtains information indicative of capabilities of 
the terminal. 

Meanwhile, claims 1-3 are directed towards a transmitter/receiver that allows for 
management of multiple spools as a single spool with capabilities to assign identifiers to 
individual mails and ensure that the same mails have the same mail ID. 

Claim 1 appears to be directed towards an apparatus that the terminal of claim 4 
may the information to, while the terminal of claim 4 may be a terminal such as the 
terminal connected to the transmitter/receiver of claim 1 . However, the functionality of 
the terminal to transmit its own capabilities is not claimed in any of claims 1-3. The 
capabilities of the terminal appears to be based on information from a position control 
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unit, which is claimed as being part of the transmitter/receiver, and not part of the 
terminal (See claim 3, which depends from claim 1). There is no disclosure within any 
of claims 1-3 of how this information is received by the position information control unit, 
or that it is performed in the manner of claim 4. 

Meanwhile, claim 4 is merely directed towards the terminal and how it sends its 
own capabilities to an apparatus, and provides for none of the functionality of claims 1- 
3. 

Claim 7, meanwhile, provides for an apparatus that receives and responds to 
information such as that sent by the terminal of claim 4, but includes none of the 
functionality of the transmitter/receiver of claims 1 -3. 

As such, claims 1-3 are drawn towards a distinct invention from that of claims 4-6 
and 7-15, and claims 4-6 and 7-15 are drawn towards a distinct invention from that of 
claims 1-3. 

Since applicant has received a patent for the originally presented invention, this 
invention has been constructively elected by original presentation for prosecution on the 
merits. Accordingly, claims 4-15 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1 .176. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regard to claim 1 , the instant claim includes "means for converting a reading 
command for reading out a mail from a single spool..." It is unclear if "a single spool" 
refers to one of the spools from the plurality of spools or the single spool from column 7, 
lines 9-10 ("...by regarding said plurality of mail spools as a single spool"). For 
purposes of prosecution, it is assumed that "a single spool," as in the cited passage 
refers to one of the spools from the plurality of spools. 

Further, with regard to claim 1 , the claim includes many recitation of "a mail." It is 
unclear if each of the mails refer to the same mail or different mails. Applicant should 
amend the instant claim to clearly distinguish between the recitations of "a mail" that are 
intended to be distinct, and clearly demonstrate which recitations of "a mail" are 
intended to refer to the same mail. Claim 2 includes additional recitations of "a mail" 
that should also be addressed. 

Further, with regard to claim 1 , the instant claim includes the phrase, "which have 
been determined by said means for determining." Claim 1 , however, recites two means 
for determining in the entirety of the claim. The recitation for "means for determining" 
should be amended to clearly recite which means for determining it is referring to. 

With regard to claim 2, the instant claim includes the phrase, "means for 
converting the reading command to a reading command for..." It is unclear if this is 
intended to refer to the reading command for reading out a mail from a single spool or to 
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the reading command for reading out a mail from each of said spools. Applicant should 
amend the instant claims to clearly distinguish between each of the reading commands, 
and clearly demonstrate which recitations of "a reading command" are intended to refer 
to the same reading command. 

Further, with regard to claim 2, the instant claim includes the phrase "...which 
have been determined by said means for determining in case two or more spools..." It 
is unclear which means for determining this refers to, as claim 1 includes means for 
determining... any mail spools where a mail designated to be read out is stored and 
means for determining whether or not plural mails retained in said plurality of mail 
spools have a same mail ID given by a transmitter. For purposes of prosecution, it is 
assumed that the means for determining, as in claim 2, refers to means for 
determining... any mail spools where a mail designated to be read out is stored, as in 
claim 1. 



Allowable Subject Matter 

5. Claims 1 -3 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

William Vaughn allowed the instant claims resulting in the issuance of US Patent 
6,272,530. As previously indicated in application number 08/873561 , from which US 
Patent 6,272,530 issued, none of the prior art of record discloses or suggests the 
transmitter-receiver of claim 1 . As no clear errors have been found with respect to 



Application/Control Number: 10/635,929 Page 6 

Art Unit: 2144 

allowable subject matter, full faith and credit is being given to the action of William 
Vaughn. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Christensen whose telephone number is (571)270- 
1 144. The examiner can normally be reached on Monday through Thursday 6:30AM - 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on (571) 272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Paul H Kang/ 

Primary Examiner, Art Unit 2144 

IS. C.I 

Examiner, Art Unit 2144 



